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i) Real Party in Interest 

The real paity in interest is Yusuf M. Banett, lh» ixxventor/^pellant. 
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ii) Related Appeals and Inteiferences 

There axe no other related appeals or ioteifer^ces. 
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ui) Status of Claims 

Claims 1, 3-S, S, 9, 1 1-^16, 19, and 20 are all the claims pending in fius ease. 
Claims 2, 6, 7, 10, 17, and 18 have heegi cancelled. Claims 1, 3-5, 8, 9, 1 M6, 19, and 20 
are on appeal. 
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iv) Status of Amendmrats 

The exammer indicated that proposed amendment filed 12/12/2005 will be 
entered upon the filing of a Notice of Appeal As a result of the entxy of this amendment, 
the claims in the case will be dmos U 3-5, 8, 9, 1 1-16, 19, and 20 and the rejection under 
35 use 102(b) based on the Klinkenberg new^q>er article will be withdrawn. 
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v) Summary of Claimed Subject matter 

This inventioa niay be best understood with reference to Figs. 1-3. 

This invention is concerned vn^ a device which allows a child to have his or her 
own personal place. In this Summaty, the description of the claimed subject matter is 
divided into several groups. Claims 1 , 5^ 9^ 1 1, and 12 are considered as a single group. 
Claim 3 is considered as a single unit. Claim 4 is coiosidered as a single unit. Claim 8 is 
considered as a single unit Claims 13-16 19> and 20 are considered as a single group. 

The child served by this invention may use the structure of this invention in which 
to take a nap. 

Relative to claims 1, 9» 1 1 , and i2» the structure is made up of a hoUovv, three- 
dimensional, firee-standing animal-shaped structure (page 2, lines 18-20, Figs. 1-3, 
Numeral 2). The structure is of such a size as to allow a child to fit at least partially 
inside (page 2, lines 21 and 22, Fig. 2). The structure has features of a real animal (page 
2, lines 19-21, Figs. 1-3, Numerals 4, 6, and 8), The structure is made of inflatable air- 
tight mat^al (page 3 lines 16^20). The structure has a swinging-door entrance for the 
child, which is of such a size as to allow the child to crawl into the structure without 
changing the size of the entrance (page 3, lines 3 and 4), Fig 2. 

Relative to claim 3 , the animal has a mouth and the entrance for the child is in ihe 
mouth (paragr^h bridging pages 2 and 3, Fig. 2). 

Relative to claim 4, the animal has adiestand the entrance jR>r the child is at the 
chest of the animal (paragraph bridging pages 2 and 3^ Fig» 3). 

Relative to claim 8, the animal has eyes that light up (page 3, line 8). 
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Relative to Claims 13-16, 1 9, and 20, the structure is made up of a hollow, three- 
dimensional, firee-standing animftl-shaped structure (page 2, lin^ 18-20, Figs. 1-3, 
Numeral 2). Hie structure is of such a size as to allow a child to fit at least partially 
inside (page 2, lines 21 and 22, Fig. 2). The structure has features of a real animal (page 
2, lines 19-21, Figs. 1-3, Numerals 4, 6, and 8). The structure is made of soft, padded 
fehric (page 3, lines 12-15). The structure has a swinging-door entrance for the child 
(page 3, lines 3 and 4, Fig, 1, Numeral 16) which is of such a size as to allow the child to 
ciawl into the structure without changing the size of the entrance (page 3, lines 3 and 4), 
Fig 2, 
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vi) Grounds of Rejection to be Reviewed on Appeal 

Whether clainis 1, 3-5, 8, 9, 11-16, 19, and 20 are properly rejected undcr.35 USC 
1 03(a) as being unpatentable over Berman in view of Y©rcha et al. It must be noted that 
the examiner has not positively stated that claims 12-16, 19> and 20 are rejected. 
However, out of m excess of caution, these claims are being treated as if they are rejected 
as they hayc not been indicated as being allowed. 
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vii) Argument 
Claims 1, 5,9, 11, and 12 

The discxission of this grouping of claims will be Unuted to independent claim 1 . 
Claim S depends upon claim 1. Claim 9 depends upon claim 5. Claim 11 is directed to a 
method of using the structure of this invention, the structure being defined sufficiently 
broad as to read on both the inflatable material of claim 1 and the padded material of 
claim 13. Since the examiner has chosen to direct his comments only to the inflatable 
material, claim 11 is indicated as being grouped with claim 1 so as to get a meaningful 
decision £com the Board, Claim 12 depends from claim 1 1 ^ 

Claim 1 is considered to be patentable for the reasons set forth below. Once 
generic claim 1 is patentable over the prior art, the narrower dependent claims 5 and 9 are 
patentable, as see Iq re Fine, 5 USPQ2d 1596, (Fed, Cir. 1988)- While method claim 1 1 
is broader than claim 1 with respect to the material used in making the structure, if claim 
1 is patentable, claim 1 1 should be patentable. Claim 12 depends upon claim 11. 

The propriety of a rejection under 35 USC 103(a) is deteimined by determining 
whether the four factual inquiries set forth in the decision of Graham v. John Deere, 148 
USPQ 459 (Sup. Ct. 1966) have been resolved and whether the three basic criteria set 
forth in Section 706.020) of the M.P JE.P. have been met. 

The first Graham fectual inquiry is the determination of the scope and content of 
thepriorart. This Actual inquiry requires that the examiner niakes an accurate sta^ 
as to the teachings ofthe prior art. The examiner actually states that Yercha et al teach 
that it is well known in the art to produce a play enclosure for a child that takes the form 
of an animal .... in actuality, the tent disclosed by Yercha et al has a first end which is 
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straight, a bottom which is straight, a top which is straight, and a second end which 
contains the outline of the firont of an animal. It is ^pcUant's position that this cannot 
accurately be said to be an enclosure that takes the form of an animal. It is appellant's 
position that the examiner has not made an accurate determination of the scope and 
content of the prior art. Thus, it is appellant's position that tibe jGrst Graham factual 
inquiry has not been resolved. 

The second Graham Actual inquiry is ascertaining the differei^es b^ween the 
prior art and the claims at issue. To resolve this factual inquiry the examiner must state 
y^^t is taught by the primary reference, what is required by the claims, and the difference 
between the teachings of the primary reference and the requirements of the claims. The 
examiner has failed to accurately state what is taught by the primary reference. The 
examiner has failed to state what is required by claim 1 , The ^aminer has felled to state 
the difierence between what is taught by the primary reference and what is required by 
claim 1 . It is appellant's position that the examiner has completely failed to resolve the 
second Graham factual inquiry. 

The third Graham factual inquiry is the determixiation of the level of skill 
possessedby one skilled in the art. Is one ofordinary skill a mechanical engineer? Is 
one of ordinary skill a child who uses die structure of the claims? Is one ofordinary skill 
a parent who has purchased one of appellant's stmctures? Since what might be obvious 
to one of these persons might not be obvious to another, the determination of the level of 
skill of one of ordinary skill in the art is a necessary factor in xosiSang a reasoned 
determination of the correctness of the rejection. 
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Regarding the necessity of detemutiing the level of ordinary skill in the pertinent 

art, 11^ comments of the CAFC are pertinent and ar^ called to Uxc attention of the Board. 

The Fed- Cir, stated in the decision of Ryko Manufacturing Co. v. Nu-Star, Inc., 21 

USPQ2d 1053, 1057 (Fed Cir, 1991): 

Appellant asserts legal error in the failure of the district court 
to resolve the level of ordinary skill in the art. The importance 
of resolving the Ic^vel of ordinary skill in the art lies in the 
necessity of maintaining objectivity in the obviousness inquiry. 
Instead of ascertaining what was subjectively obvious to the 
inventor at the time of invention, the court must ascertain what 
would have been objectively obvious to one of ordinary skill in 
the art at such time. Hence, the level of ordinary skill in the art 
is a factual question that must be resolved and considered. 
(Emphasis added.) 

. In order to apply an objective standard in determining the obviousness of 
appellant's invention, it is necessary that this determination be made by the examiner. 
This has not been done. Thus, the third factual inqiiiry required by the Graham decision 
has not been resolved. Should the examiner have wished to resolve this Graham fiactual 
inquky, he would have had anq)le guidance. The decision of Environmental Designs, 
Ltd. V. Union Oil Co., 218 USPQ 865 (Fed. Or. 1983) ojBfers six factors to be considered 
in determining tihe level of one of ordinary skill. These are: educational level of the 
invenior, type of problems encountered in the art, prior art solutions, rapidity of 
innovation, .sophi$ti<^on of technology, and educational level of active workers in the 
field. 

The finding of the level of skill of one of ordinBry skiU in the art is more than a 
merematterof courtesy on the part of the examiner. The determination of the level of 
skill of one of ordinary skill in the art is one of the four required Graham Actual 
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inquiries, and hence is a material issue. 5 USC 557 requires that finding and conclusions 
and the reasons or basis therefor on all the material issues of fact, law, or discretion be 
pres^ted on the record It is apparent that this record is woefully incomplete. 

The fourth Graham factual inquiry is the consideration of objective evidence 
present in the application indicating obviousness or non-obviousness. There is no 
objective evidence of record and this factual inquiry is not an issue in this eqpplication. 

The first of the three criteria spelled out by the M.P.E.P. is that there must be 
some suggestion or motivation, eitibier in tibie references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the ref^ences or to 
combine the reference teachings. The examiner urges that the motivation to create a play 
enclosure that has a decorative effect that is pleasing and/or attractive to a child would 
provide the motivation to use tibie animal type of decorative imiage or motif upon the 
Bcrmantent. This motivation is not found in the references* The examiner has not 
identified the source of the knowledge generally available to one of ordinary skill in the 
art It is important that the examiner correctly and precisely identify the source of any 
motivation so as to avoid the appearance of using hindsight It is ^ellant's position that 
the motivation requirement of die M.P£.P. has not been met 

The second criterion set out by the M.P£.P. is the requirement that thm is a 
reasonable e3q)ectation of success resulting irnm the suggested combination of 
references. It is appellant's position that there would be a reasonable expectation of 
success if one would substitute the tent of Ycrcha et al for one of the forms taught by 
Bennan. It is appellants positi(m that there would not be an expectation of success if one 
were to substitute the animal taught by Yercha et al for one of tibie forms taught by 
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Beiman as there would be too much open space and balance wotild be a problem. To 
achieve subject matter which could anticipate the claims one would have to substitute the 
animal taught by Yercha et al, not the tent taught by Yercha et al. Hxerefore, it is sero 
that one skilled in the art would not anticipate success if the references were combined in 
a way as to read on the claims. 

The third criterion set out by the M,P.E,P. is that the combination of references 
must teach or si^est all of the claim limitations. It appears that tibie examiner is urging 
that the references would make it obvious to use an animal-type motif on the Herman 
tent. The claims would not be anticipated by an animal-type motif on an inflated tent of 
Berman. In order to show what is being claimed, the examiner must show a combination 
of references which would result in a free-standing animal-shaped structure. Tins has not 
beendojD^. 
Claim 3 

Claim 1 is considered to be patentable for the reasons set fortfi above. Once a 
generic claim is patentable over the prior art, a narrower dependent claim is patentable, as 
see In re Fine, 5 USPQ2d 1596, (Fed Cir. 1988). As appropriate for claim 3, the four 
Graham &ctual inquiries and the three criteria set out in the MJP.E.P. will be discussed. 

The first Graham Actual inquiry is the determinaticm of the scope and content of 
the prior art The examiner has not urged that the animal of Yerdia et al has a mouth and 
that the entrance for the child is located at the mouth of the animal. As regards to the 
limitation of claim 3, the examiner is correct as the prior art docs not contain this 
teaching. 
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The second Gtaham factual inquiry is ascertaining the dijBferences between the 
pnor art and the claim at issue. The examiner has not ascertained the specific difference 
recited in claim 3. Titus the second Graham factual inquiry has not been resolved. 

The third Graham factual inquiry is the deteitmidiation of the level of skill 
possessed by one skilled in the art For the reasons adequately set forth above^ it is 
appellant's position that the examiner has not resolved this factual inquiiy. 

The fourth Graham factual inquiry is considering objective evidence present in 
the application indicating obviousness or non-obviousness. No such evidence is present 
in this application. 

The first criterion set out by the MP.E.P. is the requirement that there be some 
suggestion or motivation^ either in the references themselves or in the knowledge 
generally available to one of ordinacy skill in the art» to modify the references or to 
combine the reference teachings. As the examiner has ignored &e difference required in 
claim 3, it is clear that the examiner has not pointed to any motivation in the references 
which would suggest combining the references to be relative to this difference. It is 
appellant's position that the motivation requirement of the M.P.E J. has not been met. 

Hie second criterion set out in the M.P.E,P, is that there must be a reasonable 
rapectation of success resulting from the suggested combination of references. If, 
somehow, the animal-^e motif shown by the secondary reference were imposed onto 
tfie tent taught by the primary reference, this tent would be assumed to be operative. 

The third criterion set out in the M.P.E.P. is that is that the combination of 
references mxist teach or suggest all of the claim limitations. Understandably, the 
exaininer has ignored the requirement of claim 3. No matter how the primary and 
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secondary references are combined, a structure in which there is a jfree-standing animal in 
which &e animal hfis a mouth and the entrance for die child is located at the mouth could 
not be produced. It is appellant'? position that the third criterion set forth by &e M.P.E,P, 
has not been met. 
Claim 4 

Claim 1 is considered to be patentable jfor the reasons set forth above. Once a 
generic claim is patentable over the prior ait, a narrower dependent claim is patentable, as 
see je Fine, 5 USPQ2d 1596, (Fed. Cir. 1988). As appropriate for claim 4, the four 
Graham factual inqxuries and the three criteria set out in the M.P.EP. will be discussed 

The first Graham factual inquiry is the determination of the scope and content of 
the prior art The examiner has not urged that the animal of Yercha et al has a chest and 
tibiat tihie entrance for the child is located at the chest of the animal. As regards to the 
limitation of claim 4, the examiner is correct in omitting any reference to a chest having 
an entrance for a chil4 as the prior art does not contain tibiis teaching- 

The second Graham factual inquiry is ascertaining the differences between the 
prior art and the claim at issue. The examiner has not ascertained the specific difference 
recited in claim 4. Thus the second Graham factual inquiry has not been resolved. 

The third Graham factual inquiry is the determination of the level of sloll 
possessed by one skilled in the art For the reasons adequately set forth above, it is 
appellant's position that &e examiner has not resolved this factual inquiry. 

The fourth Graham factual inquiry is considering objective evidence present in 
the ^qyplication indicating obviousness or non-obviousness. No such evidence is present 
in tisis application. 
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The first criterion set out by the M.P.E,P. is the requirement that there be some 
suggestion or motivation, either in the references themselves or in the kno^vledge 
generally available to one of ordinary skill in the art, to modify the references or to 
combine the reference teachings. As the examiner has ignored the difference required in 
claim 4, it is clear that the exaxniner has uot pointed to any motivation in the references 
which y^nld suggest combining the references to be relative to this difference. It is 
^>pellant's position that the motivation requirement of the M J.E.P. has not beai met. 

The second criterion set out in the M.?MJ?^ is that there must be a reasonable 
expectation of success resulting from the suggested combination of references. 
somehow, the ammal-iype motif ^wn by the secondary reference were imposed onto 
the tent taught by the primary reference, this tent would be assumed to be operative. 

The third criteri<m set out in fbs M.P.E.P. is that is that the combination of 
references must teach or suggest all of Ae claim limitations. Understandably, the 
examiner has ignored the requirement of claim 4. No matter how the primary and 
secondary references are combined, a structure in which there is a firee-standing animal in 
which tjhe animal has a chest and the entrance for the child is located at the chest could 
not be produced. It is appellant's position that the third criterion set fot&x by the M.P.E.P. 
has not been met 

Claitn 1 is considered to be patentable for the reasons set forth above. Oncea 
generic claim is patentable over the prior art, a narrower dependent claim is patentable, as 
sccInreFine,5USPQ2dl596,0FeiCir. 1988). Claim 5 depends on claim 1 and claim 
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8 depends on claim 5. As appropriate for claim 8, the four Graham factual inquiries and 
the three criteria set out in the M.P£.P. ynU be discussed. 

The first Graham factual inquiry is the determinati on of the scope and content of 
tfaepiiorart Ihe exanuneir has iK>t urged that the animal of Yerchaetal has ey 
light up. As regards to the limitation of claim 8, fhe examiner is correct as the prior art 
does not contain this teaching. 

The second Graham &ctual inquiry is ascertaining the differences between the 
prior art and the claim at issue. The examiner has not ascertained the specific difiEbteace 
recited in cl^ 8. Thus the second Graham factual inquiry has not been resolved. 

The ihkd Graham fiictual inquiry is the determination of the level of skill 
possessed by one skilled in the art. For the reasons adequately set forth above, it is 
appellant's position that the examiner has not resolved this factual inquiry. 

The fourth Graham factual inquiry is considering objective evidence present in 
the application indicating obviousness or non-obviousness. No such evidence is present 
in this application. 

The first c^terion set out by the M.P.E.P. is the requirement that there be some 
suggestion or motivation, eilh^ in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art; to modify the references or to 
combine the reference teachings. As the examiner has ignored the diflFer«ice required in 
claim 8» it is clear that the examiner has not pointed to any motivation in the references 
which would suggest combining the references to be relative to this dijEference. It is 
£5>pellant's position that the motivation requirement of the M.P.EJP. has not been met. 
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The second criterion set out in the MP.E.P. is that there must be a reasonable 
expectation of success resulting ftom the suggested combination of references. If, 
somehow, the animal-type motif shown by the secondary reference were imposed onto 
the tent taught by the primary refer^ce as suggested by the examiner^ this tent would be 
assumed to be operative. 

The third criterion set out in the M.P.E.P. is that is that the combination of 
references must teach or suggest all of the claim limitations. Understandably^^ the 
examiner has ignored lixe requirement of claim 8 tbat the animal has eyes that light up. 
No matt^ how the primary and secondary references are combined, a structure in which 
there is a £ree-$tanding animal in whidi the animal has eyes that light up could not be 
produced. It is appeUanf s position that the third criterion set forth by the M.P.E.P. has 
not been met. 
Claims 1346. 19. and 20 

The discussion of this grouping of claims will be limited to independent claim 13, 
fix>m viiich claims 14*16, 19, and 20 direcdy depend. Claim 13 is considered to be 
patentable for the reasons set forth below. Once generic claim 13 is shown to be 
patentable over the prior art, the narrower dependent claims 14-16, 19» and 20 are 
patentable, as see la re Fine, 5 USPQ2d 1596, (Fed. Cir. 1988). 

The propriety of a rejection under 35 USC 103(a) is determined by determining 
whether the four factual inquiries s^ forth in the decision of Graham v. John Deere, 148 
USPQ 459 (Sup, Ct, 1966) have been resolved and whether the thrtse basic criteria set 
forth in Section 706.020) of the M.P.E.P. have been met 
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The first Graham factual inqijiry is the deteraiiaation of the scope and content of 
the prior art. The examiner has choscnto not conmieat on claim 13» Therefore it is 
appellant's position the first Graham factual inquiry has not been resolved. 

The second Graham factual inquiry is ascertaining the differences between the 
prior art and the claim at issue. The examiner has chosen to not ascotain the differences 
between claim 13 and the prior art llius it is appellants position that the second 
Graham factual inquiry has not been resolved. 

The third Graham factual inquiry is the determination of the level of skill 
possessed by one skilled in the art. Since the examiner has chosen to not conament on 
this issue, appellant consld^ that this factual inquiry has not heexi resolved. 

The fourth Graham factual inquiry is considering objective evidence present in 
tte application indicating obviousness or non-obviousness. No such evidence is present 
in this application. 

The first criterion set out by the M.P.E.P. is the requirement that there must be 
some suggestion or motivation^ either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the references or to 
combine the reference teachings. As tibie examiner has chosen to not conunent on claim 
13, it is ^ypellant's posititm that the examiner has not pointed to any motivation in the 
references which would suggest combining the references. It is appellant's position that 
the motivation requirement of the has not been met. 

The second criterion set out in the M.P.E.P. is that there must be a reasonable 

expectation of success resulting from the suggested combination of refer^ces. As the 
examiner has chosen to not comment on claim 13, it is ^pellant's position that the 
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examiner has not shown that there would be a reasonable expectation of success if the 
references were combined. 

Tbsi third criterion set out in the M is that is that the combin^on of 
references rnvtst teach or suggest all of the claim limitations. The examiner has chosen to 
iK)t comment on this requirement. It is appellant's position tibat the third ciiterion set 
forth by the has not been met. 

A rejection must be held to be improper if any one of the four Graham inquiry 
fectors or the fhree M.P.E.P. criteria is not jEuUy satisfied. In the above rejections, ahnost 
without exception, the examiner has not satisfied any of these. 

For the reasons set forth above, it is considered that the rejection of claims 1, 3-S, 
8, 9, 11-16, 19, and 20 is improper and should be reversed. 

Respectfully Submitted, 




33627 

(301) 924 2169 
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viii) Claims Appendix 

I , A hollow, three-dimensional, free-standing animal-shaped ^^tnicture for providing 
a place for a child to take a nap, said structure being of such a size as to allow a child to 
fit at least partially inside, said structure having features of a real animal, said structure 
being made of inflatable air-tight material, and said structure having an entrance for the 
child, said entrance having a swinging door, and said entrance being of such a size as to 
allow the child to crawl into fhe structure without changing the of the entrance. 

3. Hie structure of claim I, wherein the animal has a mouth and the entrance for the 
child is located at the mouth of the animal* 

4« Hie structure of claim 1, wherein the ammal has a chest and the entrance fox the 

child is located at the chest of the animal, 

5. The structure of claim 1, wherein ttie structure has a floor. 

8. The structure of claim 5,:Wherein the animal has eyes Aat light up, 

9. The structure of claim 5, wherein a dim light is located inside the animal. 

II. A metibod for a child to take a nap comprising crawling at least partially into a 
hollow, three-dimensional, free-standing animal-shaped structure for providing a place 
for the child to take a nap, said structure being of siich a size as to allow the child to fit at 
least partially inside, said structure having features of a real animal, said structure having 
an entrance for the chil4 said entrance having a swinging door, and said entrance being 
of such a size as to allow the child to cmwl into the structure without changing the size of 
the entrance, and lying down. 

12 The mettiod of claim 1 1, wherein the hollow, animal-shaped structure is made of 
padded fribric or air-tight material. 
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13, A hollow, three-dimensional, ftee-standing attimal shaped structure for providing 
a place for a child to take a nap, said structure being of such a size as to allow a child to 
fit at least partially inside, said strxicture having features of a real animal, said structure 
being made of padded fabric, and said structure having an tsntrancc for the child, said 
entrance having a swinging door, and said entrance being of such a size as to allow the 
child to crawl into the structure without changing Ae size of the entrance. 

14, The structure of claim 13, wherein the axximal has a motith and the entrance for 
the child is located at the mouth of the animal. 

15. The structure of claim 13, wherein the animal ha$ a chest and the entrance for the 
child is located at the chest of the animal. 

16. The stnicture of claim 13, wherein the structure has a floor. 

1 9. The structure of claim 1 3, wherein the animal has eyes that light up. 

20. The structure of claim 13, vvherein a dim light is located inside the animal. 
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ix) Evidence Appendix 
None 
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x) Related Proceedings Appendix 
Noae 
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